
Vol. V., No. 23.] AND TRADE MARK CASES.

Humphries v, Taylor Drug Oompany.

687

interceptor must be considered as an " improvement" of the Plaintiff's" patented
machine. I cannot get over the fact that they plainly and repeatedly called
their interceptor an "improved interceptor "-" our new improved patent
" interceptor." On these grounds I am of opinion that the Defendants' machine

5 must be considered an improvement of the patent, within the meaning of the
agreement.

The LORD CHANCELLOR said the decree would be in the terms read by Lord
Justice Fitz-Gibbon.

Walker, Q.C., said the Plaintiff was satisfied with the measure of damages as
10 stated by the Court. Of course the Plaintiff would get his costs of the appeal?

The LORD CHANCELLoR.-Certainly.

The order as drawn up was as follows :-" It is ordered that the said order of the
" Master of the Rolls, dated the 14th day of March,1888, be varied, and that the
'" same as varied do stand as follows, that is to say :-The Court doth declare that

15 "upon the true construction of the agreement between the Plaintiff and the
" Defendants, dated the 13th day of November, 1878, as varied by the agreement
" between the same parties, dated the 13th day of January, 1883, and upon the
"fact.s proved in the action, all machines for "the spinning of rope yarns
" constructed and sold by the Defendants during the continuance of the said

20 "agreenlent, and fitted with the interceptor in the statement of claim, called the
" Defendants' interceptor, are as between the parties to this action, to be deemed
" to be machines constructed under the patent in said agreements mentioned;
" and further, that tne Plaintiff is entitled to a payment by way of royalty as by
" the said agreements provided, upon each of such machines; and accordingly

25 "it is ordered, that the following inquiry and report be made at Chambers, that
" is to say, an inquiry and report as to how many machines were contructed
" under the said patent, and sold by the Defendants during the continuance of
" the said Agreement; and of the sums by way of royalty payable to the Plaintiff
" in respect of such machines. And it is ordered that the Defendants do pay to

30 "the Plaintiff the costs of this suit, up to and including the hearing before the
" Master oj' the Rolls, the said costs to be taxed by the Taxinq-Moster ; and
" that the further consideration of this action, and the question of further costs
" do stand adjourned. And this Court doth order that the said Defendants,
" James Barbour and Abram Combe, do pay to the Plaintiff, Samuet Wl~lson,

35 "his costs of this appeal when taxed."

IN THE HIGH COURT OF JUSTICE-CHANCERY DIVISION.

Before MR. JUSTICE KEKEWICH.

August 9th, 1888.

HUMPHRIES v. TAYLOR DRUG COMPANY.

40 Action for infrinqement of trade mark and for pa8sing off Defendant's goods
as Plaintifj 's.-Divers persons alleged by Plaintiff to have been in. fact deceived
by Defendant'S goods.-Applicatio1~ by Defendant for particulars of the namee
and addresses of sucli persor~s.--Partliculars ordered-s-Form 0.1 order.

The Plaintiff in an action for an Injunction to restrain Infringement of his
4~ Trade Mark, and from passing off of the Defendant's goods as or for the
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Plaintiff's goods, delivered a Statement of Claim which contained the following

paragraph : "6. The user by the Defendant in manner aforesaid of the word
,~ 'Herbaline' is an infringement of the Plaintiff's said Trade Mark and the

" same is calculated to induce, and has in fact, induced, divers persons to
" purchase the Defendant's preparation as and for the goods of the Plaintiff, and [)
" the Defendant has made considerable profits by selling goods, not being the
" Plaintiff's goods, under the name of ' Herbaline.' "

The Defendant delivered his defence, in which he denied- infringement, and
stated that the user by the Defendant of the word "Herbaline" was 110t
calculated to induce, and has never induced any persons to purchase the 10
Defendant's preparation as or for the goods of the Plaintiff. Sometime after
the delivery of the defence the Defendant issued a summons, asking that the
Plaintiff might be ordered to deliver to the Defendant particulars of the names
and addresses of the divers persons alleged to have been induced to purchase
the Defendant's preparation" Herbaline," as and for the goods of the Plaintiff, 15
as mentioned in paragraph 6 of the statement. of claim.

J 'ohn Cutler (instructed by 81eeley and JS1on) appeared for the Defendant, and
stated that, on the summons coming before Mr. Justice Stirliru) in chambers,
the Judge was referred by him to an unreported case of a similar kind, in which
Mr. Justice Kay made an order similar to that asked for by the summons, and 20
that Mr. Justice Stiriiru, being unable to distinguish that case from the present,
adjourned the summons into Court for further argument at the Plaintiff's
request. He submitted that the Defendant was entitled to the order asked
for by the summons, to prevent his being taken by surprise at the trial.

J. G. Wood (instructed by W. and J. Floioer and Nussey, Agents for 25
Kellick Hutton and Vint, of Bradford) appeared for the Plaintiff, and con
tended that the order ought not to be made, as the names of the persons
deceived were not relevant to the facts, and the Defendant was asking to see
the Plaintiff's brief. He cited Luon v. Ttveddell, I~.R., 13 Ch. D. 375;
Marriott v. Chamberlain, L. R., 17 Q. B. D., 15±; Be-nbow v, LOlv, L. R., 30
16 Ch. D., 93; Eade v. Jacobs, L. R., 3 Ex. D., 135; and Carve}' v. Pinto
Leite, L. R., 7 Ch., App, 90.

KEKEWICH, J.-This summons raises a question of considerable importance,
and, notwithstanding the many authorities on this point, and notwithstanding
the exhaustive analysis to be fou.nd in Mr. Bray's book on "Discovery," it 35
is a question which is not easily decided. In this case the Plaintiff sues for
an infringement of a registered trade mark, "Herbalin." The Plaintiff's case is
two-fold. He says, not only is the use by the Defendant of this trade mark
calculated to induce divers persons to buy the Defendant's goods as and for the
Plaintiff's, but he also says, that it has in fact induced divers persons to do 40
so. The Defendant. then asks, "Who are those divers persons?" The question
I have to decide is as to whether he is entitled to be told who those divers
persons are. The Courts have uniformly endeavoured to prevent the Plaintiff
or the Defendant, as the case may be, from prying into the brief of his

 by guest on M
arch 15, 2016

http://rpc.oxfordjournals.org/
D

ow
nloaded from

 

http://rpc.oxfordjournals.org/


Vol. V., No. 23.J AND TRADE MARK CASES.

Humphries v, Taylor Druq Company.

689

opponent, or finding out what is to be the evidence which is to be produced
at the trial. On the other hand, the Courts. have uniformly said that the
Plaintiff or the Defendant is entitled to be told any and every particular
which will enable him to properly prepare his case for the trial, so that when the

5 trial comes on he may not be taken by surprise. I remember a case some time
ago which was well known as the Angostura Bitters case, in which the Plaintiff's
case was launched on the ground that the goods of the Defendant were
calculated to induce people to buy under the impression that they were of the
Plaintiff's manufactnre. In that case the Plaintiff bad no notion that it had

10 really induced persons to buy the Defendant's goods as and for the Plaintiff's
goods, but he thought it was calculated so to do. However, when the case
came on for trial, a witness was put into the box, connected with Messrs.
Spiers and Pond-a thoroughly competent man-who came forward and said
that the mistake had actually taken place, and that the Defendant's goods

15 had been purchased for the Plaintiff's. That, of course, put an end to that case.
The real question on the second part of this case, which is different from
the first, is; Has the Defendant induced divers persons to buy his goods as and
for those of the Plaintiff's? If it is once known to the Defendant that that has
been done; that there have been such sales; that his goods have that effect, he

20 will, of course, no further resist the action. If, on the other hand, he thinks
that those are imaginary instances or insufficient, he will be prepared to meet
them at the trial and there will be no surprise. Mr. Wood truly says, quoting
a case, that there is a remedy at the trial; that is to say, that the Court
may allow the case to stand over for the purpose; but that is an inconvenient

25 result, and the object of particulars is to get rid of that whenever it can be
reasonably done. I cannot see any hardship on the Plaintiff being now ordered
to give the names and addresses of the divers persons who have been induced to
purchase the Defendants' preparation as and for the goods of the Plaintiff. It is
-satisfactory to know that in a sirnilar case Mr. Justice K(ty has taken the same

30 view. I think it is just as well not to rely on cases decided in Chambers, even
though with the assistance of Counsel, when they are not in the Reports.
Therefore I have not invited Mr. Cutler to give me the details of this case, in
which he was engaged himself as Counsel. I say it is satisfactory to know it,
but my own opinion is certainly in favour of the particulars being given, and I

35 think that must be done. I shall make the costs of the adjournment into Court
the Defendant's, in any event.

KEKEWICH, J.-I order that Mr. Wood's client give particulars in a fortnight,
and on his application I will stay that order until after the appeal has been
heard, if he appeals within that fortnight.

40 Wood.-When the matter was before the Chief Clerk, he was inclined to make
the order that we should give four instances. I do not know whether your
Lordship thinks we should give particulars of all. >

KEKEWICH, J.-The particulars I order you to give are of the divers persons,
in fact, induced to purchase the Defendant's preparation as and for the goods of

45 the Plaintiff as alleged in the pleadings.

Cutler.-In order to keep down the costs of this action I am perfectly willing,
if my friend likes, for him to give particulars of four persons, if he will abide
by those four persons. That will suit my purpose.

KEKEWICH, J.-That is fair,
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Outler.-If you like to give particulars of four persons then there is an end
of it.

Wood.-You mean to give four persons, and the evidence to be limited to
those four persons ?

KEKEWICH, J.-Yes. 5

Wood.-I will take my client's instructions as to that.

KEKEWICH, J.-You can arrange that with Mr. Cutler.

Outler. -If my friend does not agree to that order then the order will be
for the " divers persons."

Before THE JUDICIAL COMMITTEE OF THE PRIVY COUNCIL. 10

Present LORD HOBHOUSE, SIR BARNES PEACOCK, SIR R. COUCH, and
SIR W. GROVE.

April 18th, and June 30th 1888.

IN THE MATTER OF WILLACY'S PATENT.

Petition for prolongation of patent-s-Parties to petition. where patent has 15
been dealt toith. otherwise than by assiqnrnent.c-Patent for apparatus for
spreadino man-ure and other substances, solid and ll:quid.-Utility of iruienbion.
only demonstrated in one direction. - Tnsufficiencu ofaccottnts in, not dis
tinguishing the expenditure on thai part oj> the invent/ion iohicb ioa« proved
useful; 20

A petition teas presented for the prolongation of a patent by 0, a son of the
patentee, who had acquired an interest in the patent for the benefit of his
mother and sisters from L, to iohorn it had been assiqned by the trustee in
liquidation oj' the patentee. The patentee had, UjJ to his death, worked the patent
under a verbal aqreement with L, that u/hen L had beenpaid £500 out of profits, 25
L uiould settle the patent on. a member of the patentee's [amils), The patentee
had paid £300 at the date of his death, and a paid £200 subsequentu). The
patent was handed over tv 0, but no assiqnrneni ioas executed by L. The
Judicial Committee intimated that the legal personal represeniatioe of the
patentee ought to be a party to the petition, which ioas amended, and the legal 30
personal representative and L we-re made parties.

Held (1) that the utility of the invention as a iohole was not apparent.
(2) That the accounts uiere not satisfactory. (3) That the prayer of the petition
must be refused.

In 1874, a patent (No. 2306, of 18~4) was granted to Robert WillclCY for" A 35
"new and improved mode of and apparatus for spreading or distributing
"manure or other substances, either liquid or solid, over the ground." The
Specification stated: "My said invention relates partly to the apparatus for
" spreading or distributing manure, stones, or other substances over the surface

 by guest on M
arch 15, 2016

http://rpc.oxfordjournals.org/
D

ow
nloaded from

 

http://rpc.oxfordjournals.org/



